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Champagne, Cognac, Roquefort, Chianti, Porto,
Tequila, Darjeelinge

B Geographical names referring to products of a
certain nature and quality

W Legal protection as Gls or AOs based on the
recognition of the association of their quality or
characteristics with a specific geographical area

@ The higher the reputation the higher the commercial
value

& High risk of misappropriation and counterfeiting calls
for protection at the national and international level
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Subject-Matter of Protection (Gls and AQOs)

Indication of a Connection between Characteristics
of Products and their Geographical Origin

W Informs consumers of the uniqueness of the products
derived from this connection (typicality)

B Represents the collective goodwill derived from this
uniqueness (reputation)

B Value-added
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Why protect Gls and AOs?

M Benefits for the producers: differentiation and marketing tool,
Improved livelihood (quality products sold at a premium price)

M Benefits for the consumers: reduced search costs, guarantee
to acquire unique high quality products

M Benefits for rural areas: stimulate rural development, value
socio-cultural and agro-ecological characteristics of a particular
place (help sustain production of traditional products)

M Benefits for regions and countries: positive spillover effects
(tourism, additional income, improved reputation)
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Overview of the international instruments related to the
protection of GIs/AQOs
M Paris Convention (1883)

B Madrid Agreement (1891)
(repression of false and deceptive indications of source)

M Madrid Agreement and Protocol (1891, 1989)
(international registration of marks)

W Lisbon Agreement (1958)
M Bilateral Agreements

M TRIPS Agreement (1994) WIPO
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Different systems of protection worldwide

U Multilateral Agreements U National Laws
W Protection of Gls under TRIPS B General laws focusing on business
B Protection of AOs under the Lisbon practices (unfair competition and
Agreement consumer protection provisions)
-Legal protection they provide is W Specific protection systems for Gls and
based on various means of AQs (sui generis)
protection at the national level: an
act of public law (law, decree, B Trademark law provisions devoted to
administrative decision, ordinance), collective marks and/or certification and
ora JUdlClaI decision guarantee marks
0 Regional Systems of Protection (EU, B Administrative schemes of label control
OAPI €)
U Bilateral Agreements
@ Under such agreements two States or
two trading partners agree to protect each
ot heros Gls or AOs
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Differences between AOs and Gls

AOs (Lisbon, Art.2)
Geographical denomination

Recognized as referring to quality
or characteristics of a specific
product

Due exclusively or essentially to the
geographical environment (natural
or human factors)

AO= Special category of Gl

Only existing multilateral
registration system for the
protection of AOs

Gls (TRIPS, Art.22.1)
Indication

|dentifies a good with a specific quality,
reputation, or other characteristic

Essentially attributable to its
geographical origin

Symbol referring to or associated with a particular
geographical area (e.g. the cartographic outline of
France with a red itinerary for Burgundy wines)
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http://www.terroirs-france.com/vin/bourgogne_carte.htm

Collective Marks and Certification or Guarantee Marks

| Collective Marks

Type of mark reserved for the use by the members of a collective body
(ex: association or cooperative of manufacturers, producers or traders)

Collective mark is owned by a collective body _
(issues regulations governing use of the mark and quality standards)

| Certification Marks

Owned by a certification authority (local government entity or private association
which is not itself engaged in the production or the trade of the product
concerned)

Can be used by everybody whose products comply with the requirements set out
in the regulation governing use of the mark

WIPO
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How to approach the establishment of a Gl or an AO?

B Determine whether the product in question can be sufficiently
differentiated in the market place by the use of a geographical
identifier (feasibility analysis of its marketability)

X In the country of origin as well as abroad

M Determine whether stakeholders are interested in a long term
commitment

X In terms of cooperation and resources

M If so, then ensure broad participation and leadership
U to reduce disharmony and ensuing difficulties; and
U to permit optimal benefits to the stakeholder

M On this basis, secure development and promotional funds, to
meet basic costs

W Then, engage i n the determinatio
the quality or process requirements to apply;

the demarcation of the area of production;

a marketing strategy; and

means to ensure supply chain integrity wiPo
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What basic costs can a Gl or an AO expect to incur?

M Costs for determining whether the Gl or AO in question is viable
X Interesting product? interested market? organized producers?

M Investment for establishing the necessary domestic legal structures
and defining the exact physical boundaries of the production area
and production requirements

M Information and promotion costs
U in the country of origin and abroad
M Costs for registration as a Gl or AO
x domesticly and abroad
U sui generis title of protection?
U collective or certification mark?
M Costs for monitoring proper use of the Gl or AO
M Reserves for the use of legal enforcement procedures
U popular products are liable to be counterfeited
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Technical Assistance

W Drafting Legislation

W Application Criteria for Establishment Gl or AO
¥ Monitoring and Enforcement Procedures

M Protection under International Treaties

TTTTTTTTTTTTTTTTTTTT
B A N AT



Regional systems of protection (EU)

M Pecorino Romano (PDO)

M Arroz del Delta del Ebro (PDO)
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http://www.pezzetta.it/catalog/images/pecorino romano nero.jpg

Examples of Certification Trademarks
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http://licensing.idahopotato.com/marks/action-login/cat_id-1
http://licensing.idahopotato.com/marks/action-login/cat_id-1
http://licensing.idahopotato.com/marks/action-login/cat_id-1
http://licensing.idahopotato.com/marks/action-login/cat_id-1

Collective Marks

o?liate

GENEVA

lat

Café de Colombia

S e

100% Colombian Coffee
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INTELLECTUAL PROPERTY
DRGAMNIZATION



Indications of Source

W 'Swiss', 'Swiss Quality', "Made in Switzerland', 'Swiss-made' or |
other designations which contain the Swiss name as well as its
translation in other languages

(can only be used exclusively for products manufactured in
Switzerland and services from Switzerland)

S
3

1SS
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On-going Negotiations in the WTO

Article 23.4 of the TRIPS Agreement

In order to facilitate the protection of Gls for wines, negotiations
shall be undertaken in the Council for TRIPS concerning the
establishment of a multilateral system of notification and
registration of Gls for wines eligible for protection in those
Members participating in the system.

(Spirits added by the Doha Ministerial)

WOoORLD
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Doha Declaration

Paragraph 18

M completion of the work started in the TRIPS Council on the
implementation of Article 23.4

B negotiate the establishment of a multilateral system of notification
and registration of Gls for wines and spirits by the 5th Ministerial
Conference

M issues related to the extension of Article 23 protection to other
products will be addressed in the TRIPS Council pursuant to
paragraph 12 of this Declaration

WIPO

INTELLECTUAL PROPERTY
DRGAMNIZATION



International Registration of Gls

The Existing Systems:
Lisbon and Madrid
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Lisbon Union:

Africa (6):

America (6):

Asia (4):

Europe (10):

26 Member States

Algeria, Burkina Faso, Congo,
Gabon, Togo, Tunisia

Costa Rica, Cuba, Haiti, Mexico,
Nicaragua, Peru

Georgia, Islamic Rep. of Iran,
Israel, DPR of Korea

Bulgaria, Czech Rep., France,
Hungary, Italy, Moldova,
Montenegro, Portugal,

Serbia, Slovakia
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Madrid Union

84 members




Legal Effect

W Lisbon: extension of protection to countries other than
the country of origin

W Madrid: extension of protection to countries other than
the country of origin, as designated

M Lisbon: indefinite (in principle)
W Madrid: renewable every 10 years

Except in a country that ...
M issued a refusal (within the prescribed time-limit), or

M invalidated the effect of the international registration
In Iits territory WP

WOoORLD
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Exceptions

B Generics

B Prior Trademark Rights

M Other Prior Use

B Use of Oneds Own Name 1 n
Business

B Gl Not Protected in Country of
Origin
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Overview of the Lisbon Agreement

Established to facilitate the international protection of AOs through
a single registration procedure

Accession open to any country party to the Paris Convention

Administered by WIPO, which keeps the International Register of
AQOs

At present:
- 26 contracting parties

- A total of 891 AOs have been recorded in the International
Register, of which 817 are currently in force

WIPO
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Example of an International Registration under Lisbon:
Hu't d@vedio OValveccde dearoVeadel ®e  d e
(AO No. 806)

9’"“"'
B Registered on 29.06.98 {J)
Hoile. ;'_Ol ive
B Holder: Producers and groups Vierge Extra
of producers enjoying the In Valles. des Buox
appellation of origin in question 0L

Freductour:
Damaine de 'Aurébelle
£13930 AUREILLE

B Area of Production: Delimited
territory within the department of
Bouches-du-Rhone

M Legal Basis: Decree of August
27,1997

WIPO
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Examples of Registered AOs under Lisbon

MNon 51 Faserica, Si Fa.

IVDP. pi
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http://fr.wikipedia.org/wiki/Fichier:Roquefort.jpg
http://www.aoc-noixdegrenoble.com/accueil_fr.html
http://www.aoc-noixdegrenoble.com/accueil_fr.html
http://www.ivp.pt/index.asp?idioma=2

Working Group on the Development of the Lisbon System

In September 2009, the Assembly of the Lisbon Union:

(i) approved amendments to the Regulations under Lisbon Agreement,
as recommended by the Working Group

(i) agreed that the WG continue with its review of the Lisbon system

(i) noted that WIPO would conduct a survey among interested
stakeholders and explore what changes to the Lisbon system might
allow a wider membership

(i) noted that WIPO would prepare a study on the relationship between
regional systems of protection for Gls and the Lisbon system (and an
analysis of conditions for possible accessions to the Lisbon Agreement
by intergovernmental organizations administering such systems)
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Some Issues Raised in the Survey on the Lisbon System

B The basis for protection in the country of origin

(should and AO be recognized and protected under sui generis
legislation or can other means of protection also be accepted as
a basis for international registrations under Lisbon?)

B Should the AO definition under Lisbon be amended?

B Is the scope of protection for AOs under Lisbon adequate?
(or should it require more extensive protection than against
« usurpation and imitation », as it currently prescribes?)

WIPO
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END OF THE PRESENTATION

Thank you
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Sui Generis Systems for Gls and AOs

[ Legal protection is based on an act of public law (law, decree (ex:
France), ordinance (Switzerland) €) adopted at the coc
administrative procedure involving representatives of the producers
concerned and the government administration

[] A group or a natural or legal person may apply for the registration of
a geographical indication or the promulgation of a decree establishing
an appellation of origin

[] The application process typically involves an opposition procedure
(within one-year from receipt of notification of registration of AO by

another country)

WIF’D
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Legal Regulation of Business Practices

B Unfair Competition Law

Commercial practices which mislead the public with respect to the
geographical origin of products constitute an act of unfair competition

Note: unfair competition laws afford civil remedies to traders and
producers damaged by the unauthorized use of Gls by third parties,
rather than protecting the Gl as such

B Administrative Regulations

Administrative regulation of product labeling and food safety
standards represent another means of ensuring fair trade and
consumer protection
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Prior Use

B Under Lisbon

A Art. 5(6): prior uses of a term inscribed in the International Register
as a protected AO may be granted a transition period of up to two
years to terminate use of the term by the prior user

B Under TRIPS

A Art. 24.4: prior use of a Gl identifying a wine or a spirit can be
continued in connection with goods or services, if certain conditions
are met

A Art. 24.5: implementation of TRIPS must be without prejudice to the
registration of a TM identical or similar to a Gl, if the TM is applied
for in good faith prior to the moment as of which the Gl became
protected in the country in question

A Article 24.6: no obligation for a WTO Member to protect a Gl, if the
Gl is a generic indication for goods or services in the country in
guestion
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Apphcation £ Inlemational BEegietration

filed wath WIPO (Faule 5)

[ Sabmission of official faem (4001 + CHF
500 fee)

Competent authority
of Country of Crigin

Registration
Procedure

Regisiration of the AOin the Indemational

Ragizierand Publicationin AQ Bulletin (iff

no fhrmal dafects)
&

Notification of the Iuermafional
Bagistration i all the Coniraciing Parties

(Fule 7)

International Bureau

of WIPO

1
Refisal of proiection (Fule )

-Thicugh the submission of & Declararion af’
total or partial refusalenthin one year fiom
receipt of notficatin of the rtematinmal
registration (Lot S(3))

Erventually:

Grant of poiec tion
-1t the end ofthe one year perind (1o
refiisal has been tssuad): antomatic zravt of
protection

-Before the end of the one year perind:
possible to isn1e an opional siatanent of grant
afprowerion (Fule 11555

Erentually:

{Fule 119

Bsmued

Withdrawal of vefiral of pro e fion

-Partial o totalwithdraweal of vefisal mayhe

Lisbon
Contracting
Parties

yeas)

-

Period granied 4o third parties (Fule 17

-To termmate use of registered appelldton of
otz (folerance parind not exceeding arn

Fule 1153s)

refisal

Optional siienentof grant of proecion
(

-y be 1ssued either [ 2] wher no declarstion
of refirsal has been notified, or () follwang a

Inralidation (Fual= 18)
-Where effects of registration are noralidated
in a contractmg eountry and the mvalidation is
1o lomger subject to appeal

-Invalidation canbe partial ortotal, and has 4o
be notified to Intematinal Burean




Registered AOs

The Database
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The Bulletin

The Bulletin AAppell ation
publication of the Lisbon system. It is issued by WIPO
for the publication of new registrations and other
recordings in the International Register as well as
information concerning changes in the legal framework
of the Lisbon system.
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http://www.wipo.int/export/sites/www/lisbon/en/docs/bulletin_2009_38.pdf
http://www.wipo.int/export/sites/www/lisbon/en/docs/bulletin_2009_38.pdf

Lisbon: 891 registrations i 817 in force

France
Czech Rep.
Bulgaria
Slovakia
Hungary
Italy
Georgia
Cuba
Mexico

508

76
51
37
28
31
20
19
12

Algeria 7
Portugal 7
Tunisia 7

DPR of Korea
6

Peru
Montenegro
Moldova
Israel

R = N D
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Working Group Approved Amendments to the Lisbon
Regulations

M Introduction of new Rule 11bis - Optional Statements
of Grant of Protection

M New Rule 23bis: Establishment of Administrative
Instructions (possibility of using electronic means of
communication is introduced)
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